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AUTOMATIC PENCIL CO. V. STEWART MFG. CO. 


Avtomatic Pencit Co. v. Stewart Mra. Co. 
(249 Fed. Rep. 52) 


United States Circuit Court of Appeals 


Seventh Circuit, January 2, 1918 


TraDE-MARK—INFRINGEMENT. 

The word “Junior” as a trade-mark for pencil sharpeners is not 
infringed by the use of the word in the combination “Stewart Junior,” 
on a smaller model of the “Stewart” pencil sharpener. 

Appeal from a decree of the United States District Court, for 
the Northern District of Illinois, dismissing a bill of complaint for 
infringement of patent and trade-mark. Reversed as to issue of 
patent infringement only, affirmed as to issue of trade-mark in- 


fringement. 


Henry M. Hualey, of Chicago, Ill., for appellant. 
Chas. S. Burton, of Chicago, IIl., for appellee. 


Before Baker, AtscHuLER, and Evans, Circuit Judges. 


Evan A. Evans, Circuit Judge (after stating the fact as 
above). 

* * * * * * ~ * 

Trade-Mark “Junior.”—It is further contended that the court 
erred in refusing an injunction to restrain appellees from using the 
words “Stewart Junior,” because of appellant’s trade-mark of the 
word “Junior.” Appellees have at least two pencil sharpeners upon 
the market. One is known as the “Stewart Junior.” The word 
“Stewart,” as written is a facsimile of the signature of Mr. 
Stewart, and the word “Junior” appears in smaller type in Roman 
letters, and immediately beneath the word “Stewart.” Appellees 
deny appellant’s right to a trade-mark on the word “Junior,” when 
applied to a manufactured article such as here under consideration. 
There is much force in their argument. The word “Junior,” es- 
pecially as applied to a manufactured article, has a well-known 
meaning. It indicates the later or more recent product, or a smaller 
type or model of a machine that has been on the market. In the 
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present case, it appears from the exhibits that appellee’s “Junior” 
is a later and a smaller type of sharpener than was previously 
manufactured by it. 

We conclude appellees were within their rights in so using the 
word “Junior” in connection with the word “Stewart,” and in view 
of the fact that a similar and larger model of this same sharpener, 
bearing the name “Stewart” written in the same manner, was in 
use when the later and smaller model by the same company was 
placed upon the market. While Webster’s patent No. 640,846 has 
now expired, this suit was instituted some time prior to the expira- 
tion of the patent. We therefore conclude that appellant is en- 
titled to an accounting for infringement of this patent prior to its 
expiration. 

The decree is reversed with costs, with directions to enter a 
decree in favor of appellant for an accounting for infringements of 
patent No. 640,846. 


Brunson v. RetnsperGer & CoLuier 
(203 Southwestern Rep. 269) 
Arkansas Supreme Court, April 29, 1918 


Unrair CoMpeTITION—TRADE-NAME, 
In a controversy between the parties over the right to the name 
“Dr. Brunson’s Famous Prescription” for a medicinal preparation, held 
that neither party had shown any right to the exclusive use thereof 
against the other. 
Appeal by plaintiff from a decree of the Jefferson Chancery 
Court, dismissing the complaint and cross complaint. Affirmed. 


Appellant instituted this suit against the appellees. He al- 
leged that he was a practicing physician, and had originated a pre- 
scription known as “Dr. Brunson’s Famous Prescription”; that he 
had the appellees, who were druggists, to prepare the medicine ac- 
cording to the prescription, and sold the same under an agreement 
that they should divide equally the profits arising therefrom; that 
they had manufactured and sold several thousand bottles of med- 


icine, and denied that they had any contract with appellant, and re- 
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fused to account to him for any profits derived from such sales, 
but were nevertheless continuing to advertise and sell the medicine 
prepared according to his prescription. He asked for a permanent 
injunction prohibiting the appellees from preparing and selling 
the medicine under any name. The appellees answered, admitting 
that they were selling a medicine prepared under a prescription 
known as Dr. Brunson’s Famous Prescription; but they denied that 
appellant originated the prescription, and denied that there was any 
contract between them for a division of the profits from its sale. 
They alleged that the name was suggested to them by appellant be- 
cause there once lived in Pine Bluff a famous doctor by the name 
of Brunson, who died many years before, and they adopted the 
name because he had had a large clientele. They alleged that they 
had put the medicine upon the market with a special label upon the 
bottle which constituted their trade-mark; that appellant had been 
imitating their trade-mark and selling medicine under a similar 
trade-mark. They made their answer a cross-complaint, and asked 
that appellant be enjoined from using their label. Appellant 
answered, denying the allegations of the cross-complaint. 

A witness on behalf of the appellant testified in substance that 
he was working for the appellees when they began manufacturing 
the medicine known as “Dr. Brunson’s Famous Prescription’; he 
had seen appellees and their clerk often sell bottles of such prescrip- 
tion, and heard them recommend the same as Dr. Brunson’s, whose 
office at the time was over their drug store; such recommendation 
was one of their main selling arguments. Witness while working 
for the appellee also followed their lead and sold the medicine as 
Dr. Asa Brunson’s prescription. Another witness testified that he 
had bought the Dr. Asa Brunson’s Famous Prescription from the 
clerk of appellees upon the recommendation, as witness understood, 
that it was Dr. Asa Brunson’s. Another witness testified that ap- 
pellees requested witness to take a dose of their Dr. Brunson’s 
Famous Prescription, telling witness that it was Dr. Asa Brunson’s 
who was witness’ family physician; that they did not mention the 
name of the old Dr. Rand Brunson. Two pharmacists testified that 
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the ingredients of the prescription were the same that they had 
often filled for Dr. Asa Brunson. 

The appellant testified that he had been a practicing physician 
for 17 years, and during the year 1916 had an office over appellees’ 
drug store. Appellees were working on a prescription to sell as a 
diuretic. He asked them why they did not use his prescription, 
which he considered far better. They agreed that they would use 
his prescription, and he gave them his written prescription, and 
they agreed to call it “Dr. Brunson’s Famous Prescription.” He 
suggested that they would go in together and organize a company 
and share in the profits, and they agreed. They sold the medicine 
from that time on. Appellees had some cards printed, which they 
gave to the people as follows: 


“This card certifies that the bearer has purchased one bottle of Dr. 
Brunson’s Famous Prescription, and is entitled to one free consultation 
with Dr. Brunson.” 


The corporation was never formed, though they often talked 
about it. The appellees had sold the medicine under witness’ pre- 
scription from October, 1916, until about the 1st of January, 1917, 
when witness asked them for a division of the profits. They re- 
fused. Witness had used the prescription ever since he had been a 
practicing physician. He originated it, and he never knew any 
other physician to have one like it. The testimony of the appellees 
tended to prove that they originated the prescription known as Dr. 
Brunson’s Famous Prescription; they talked it over among them- 
selves, discussing with their clerks and pharmacists the ingredients 
that should compose it. They wished to put upon the market a 
remedy for stomach, liver, and kidney troubles; a general tonic. 
They could have called it by any name they wished, but as old Dr. 
Rand Brunson had previously had medicines on the market, and had 
a good reputation as a physician, they had him in mind, and not the 
appellant, when they decided upon Dr. Brunson’s Famous Prescrip- 
tion as the name for their remedy. The appellant had nothing to 
do with its preparation; did not know what was in it; did not know 
that appellees intended putting such a preparation on the market, 
unless he got the idea from seeing them working on the prescription 
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n the store. They instructed their agents in recommending and 
selling the remedy to “use the words old Dr. Brunson.” After they 
had been advertising and selling it for some time the appellant came 
into appellees’ store and discussed with them about forming a stock 
company. They had several meetings and discussions with appel- 
lant and others whom appellant had invited to become interested in 
the organization. They claimed that the prescription which ap- 
pellees were using was the appellant’s, and that appellees should 
give appellant controlling interest in the company. Prior to that 
time he had never made any claim to owning an interest. Appellees 
explain the card they used, referred to in appellant’s testimony, by 
saying that in a joking way they were discussing with appellant a 
method of advertising their medicine, and he suggested that the card 
would be a good way for advertising, and would also be a good way 
to enable him to get hold of some extra money. He stated that if 
he got the advertising and got the people in his office that he would 
get the money. The testimony of the appellees as to the origin of 
the prescription was corroborated by their clerk and prescriptionist 
who were working for them at the time the medicine was originated 
and while they were manufacturing and selling the same. 

One witness testified that he had been a druggist in Pine Bluff 
about 20 or 23 years before; at that time had a book in which he 
kept physician’s prescriptions. He put up prescriptions for sale in 
the name of Dr. Brunson; after his death, witness got permission 
from his widow to use his name. Among the prescriptions was one 
marked Brunson’s Stomach Prescription. Witness had a copy of 
it in his book in witness’ handwriting. Witness gave appellees per- 
mission to use this prescription. The prescription contained some 
of the same ingredients that Dr. Asa Brunson used. Witness re- 
ceived a letter from appellees stating that they were having trouble 
with appellant about using the name, and witness wrote appellees, 
giving them all privileges that witness had. 

There was testimony on behalf of the appellees tending to show 
that a druggist in Pine Bluff was manufacturing for the appellant a 
medicine called “Dr. Brunson’s Famous Prescription” in accordance 
with the formula by the appellant. The druggist testified that he 
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made a contract with Dr. Brunson to manufacture the medicine ac- 
cording to the formula and to sell the same under the name Dr. 
Brunson’s Famous Prescription with the understanding that they 
were to divide the profits. Witness knew when he entered into the 
contract with appellant that appellees were making a medicine 
called Dr. Brunson’s Famous Prescription, and witness knew that 
the formula which appellant gave him was the same appellees were 
using. 

There was some other testimony tending to prove their re- 
spective contentions, but it would serve no useful purpose to further 
set it forth. 

The court found that neither the appellant nor the appellees 
were entitled to the relief prayed by them, and entered a decree dis- 
missing appellant’s complaint and appellees’ cross-ccmplaint for 
want of equity. 


Danaher & Danaher and J. M. Shaw, all of Pine Bluff, for 
appellant. 

Irving Reinberger and Taylor, Jones & Taylor, all of Pine 
Bluff, for appellee. 


Woop, J. (after stating the facts as above): It will be ob- 
served from the statements that the parties adduced testimony to 
sustain their respective contentions, and there is a sharp conflict 
between the testimony of the witnesses for the appellant and the 
witnesses for the appellees. This puts upon this court the necessity, 
as counsel for the appellant correctly remarked, “the duty to deter- 
mine which crowd is telling the truth.” The state of the record is 
such as to leave us in doubt as to which of the parties has the pre- 
ponderance of the evidence. 


The rule in such cases is to make the finding of the chancery 
court on the issues of fact our finding, and to affirm its decree based 
upon such finding, unless there is an erroneous application of the 
law. Leach v. Smith, 197 S. W. 1160; Melton v. Melton, 126 Ark. 
541, 191 S. W. 20; Long v. Hoffman, 103 Ark. 576, 148 S. W. 245. 

We do not find that there was an erroneous application of legal 
principles to the facts of this record. The appellant does not prove 
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by preponderance of the evidence, as the trial court correctly found, 
that he had adopted a trade-mark or trade-name for Dr. Brunson’s 
Famous Prescription, and that he had established and built up a 
trade under such name which would entitle him to injunctive relief 
against appellees, who were manufacturing and selling the medicine 
under the same name. 

The chancellor was correct in finding that appellant had failed 
to show by preponderance of the evidence that he had originated the 
prescription under which the medicine was made that was being 
manufactured and sold by appellees. 

A preponderance of the evidence does not show that the ap- 
pellees in selling Dr. Brunson’s Famous Prescription were violating 
any trade secrets reposed in them by the appellant. We are unable 
to say from the testimony that appellees did not originate the 
formula or prescription by which the medicine they were selling was 
manufactured. O. & W. Thum Co. v. Tloczynski, 114 Mich. 149, 
72 N. W. 140, 38 L. R. A. 200, 68 Am. St. Rep. 469. But even if 
the testimony had shown that Dr. Brunson’s Famous Prescription 
was originated by the appellant, still under the facts of this record 
it could not be said that he had a proprietary interest in the same 
which would entitle him to the relief sought. The ingredients of 
which the medicine was composed were of such common, everyday 
use that appellant could not be held to have the exclusive right to 
prohibit others from using the same combination as used by him. 
Chadwick vy. Covell, 151 Mass. 190, 23 N. E. 1068, 6 L. R. A. 839, 
21 Am. St. Rep. 442. 

The decree is therefore correct in all things, and is affirmed. 
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YeELLow Cas Co. v. WALTER J. GIBBONS 
Illinois Circuit Court, Cook County 
May 24, 1918 


Unramr ComMpetition—Cotor oF Cas. 
The painting of a cab in colors so selected and distributed as to 
cause the public to mistake it for one of the plaintiff’s cabs, which are 
similarly painted, constitutes unfair competition. 


In equity. On final hearing. Decree for complainant. 


Frank F. Reed and A. J. Pflaum, of Chicago, IIll., for com- 
plainant. 


Daniel Cruice, of Chicago, Ill., for defendant. 


Pinckney, J.: It is hardly necessary in order to decide this 
case to refer at length to the allegations of the amended and supple- 
mental bill filed by complainant herein or to the averments of the 
defendant’s answer to such bill. Suffice it to say, that the allega- 
tions of the amended and supplemental bill standing uncontradicted, 
clearly make out a case of unfair business or trade competition 
against the defendant. However, the answer filed by the defendant 
by apt averments denies all the material allegations of complainant's 
said bill of complaint and squarely raises the issue so that it is left 
for the Court to determine from the evidence adduced at the hear- 
ing and the law applicable thereto, whether the case is one of unfair 
trade or business competition and whether the complainant is en- 
titled to the relief prayed for in its amended and supplemental bill. 

The facts as determined by the pleadings and the evidence, 
oral and documentary adduced at the hearing before the Court and 
orders of Court are in substance as follows: 

The complainant, Yellow Cab Company of Maine and its pred- 
ecessor, Yellow Cab Company of Illinois, have built up and are 
now operating a large, growing and lucrative business in the public 
taxi-cab service in the City of Chicago, and that at its inception, 
they adopted a unique and original design as a means of identifying 
the service of the Yellow Cab Company; that at the time of the 
organization of the company and at the time the taxi-cabs were 
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first put upon the streets of the City of Chicago during August, 
1915, there were 45 yellow taxi-cabs operating for public service 
and that the business has prospered and grown from month to 
month, until today there are 425 yellow taxi-cabs owned and oper- 
ated by the complainant company on the streets of the City of 
Chicago; that at the time they were put out, complainant’s said 
predecessor charged the lowest rate of fare for use of a public taxi- 
cab ever offered in the City of Chicago; that as a means of estab- 
lishing and identifying its taxi-cab service, complainant’s predeces- 
sor, Yellow Cab Company of Illinois, at its inception, adopted the 
Corporate title “Yellow Cab Co.”, the name “Yellow Cab” and in 
addition to its name “Yellow Cab”, dressed its cabs in a yellow 
body, a black hood, black fenders, black mouldings around the door, 
yellow wheels, white tires and a distinctive trade-mark device con- 
sisting of the representation of a strap and buckle in circular form, 
appearing in gold leaf upon the side doors of each of the taxi-cabs 
of said complainant, with the telephone number of the complainant 
company thereon, and in the center of the circle, a “Y-like” forma- 
tion in white, with the words “Yellow Cab Co.” appearing in three 
segments of said circle; that the striking feature of said finish, 
get-up, style and dress was such yellow color, so that the general 
effect was a yellow cab; that complainant, and its predecessor, in 
order to make their taxi-cabs so named and dressed as aforesaid 
known to the public, instituted an advertising campaign and spent 
over $40,000.00 in two and one-half years to advertise its taxi-cab 
service in Chicago and identify it so that people would come to 
know that the term “Yellow Cab” meant a cab dressed in the par- 
ticular fashion aforesaid, and that where a taxi-cab so dressed is 
seen on the streets, it is immediately recognized and known as the 
“Yellow Cab” of the Yellow Cab Company; that this style of taxi- 
cab was advertised in the daily newspapers, in street cars, in the 
elevated trains, on the bill boards, by rate cards, envelopes, maga- 
zines and electric signs; that the rate card shows a schedule of rates 
charged for the service and a replica of the cab in colors; that these 
cards are found in every cab and are now being distributed and given 
out in large numbers averaging two thousand per day; that the 
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business has grown so that the night switchboard operator of the 
Yellow Cab Company is receiving on an average of twenty-five 
hundred telephone calls every day in the year, calling for “Yellow 
Cabs” in addition to great numbers of people who pick up “Yellow 
Cabs” on the streets of Chicago. 

That after the establishment and during the continuous opera- 
tion of said taxi-cab service of the said Yellow Cab Company of 
Illinois, so identified as aforesaid, complainant, the Yellow Cab 
Company of Maine, on or about May, 1916, for valuable considera- 
tion purchased and became the owners of the property, assets, 
rights, business, goodwill, trade, trade reputation, trade-marks, 
trade-names, trade-dress and style, and trade insignia of said Yel- 
low Cab Company of Illinois and its taxi-cabs, taxi-cab service and 
business, as a going concern, and succeeded to and has since owned 
the same, and has since continued and conducted and now conducts 
said business so established by the said Yellow Cab Company of 
Illinois, in the same manner as did the said Yellow Cab Company 
of Illinois, and has at all times since its acquisition of and succes- 
sion to said business, property and rights of the said Yellow Cab 
Company of Illinois, continuously used and still does use the said 
corporate name “Yellow Cab Company”, the trade-name “Yellow 
Cab”, said trade-mark device, and the finish, get-up and dress for 
all taxi-cabs owned and operated in the City of Chicago by com- 
plainant. 

That complainant now owns and possesses a large, lucrative, 
growing and identified business in public taxi-cab service, and a 
large and specific vehicle equipment, and has established a valuable 
and increasing goodwill and business so distinguished and identified 
in the minds of the public, that patrons and the public generally, de- 
siring to avail themselves of the service, equipment, business, 
methods and low fares of complainant’s taxi-cab company, ask 
and call for the same by the name “Yellow Cab”, and further 
identify said taxi-cabs of complainant by the names of “Yellow 
Cab Co.”, “Yellow Cab’, said trade-mark device, and said yellow 


color, get-up, style and dress, aforesaid, of said taxi-cabs at public 
stands and elsewhere on the public streets of the City of Chicago; 
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that the complainant, the Yellow Cab Company of Maine, suc- 
ceeded the Yellow Cab Company of Illinois in business in May, 
1916; that Walter J. Gibbons, defendant, has been a taxi-cab 
chauffeur between seven and nine years, driving his taxi-cab on the 
streets of Chicago; that he was a driver of a horse cab on the 
streets of Chicago for thirty-five years with the exception of eight 
years of that period when he was an officer of the Cab Drivers’ 
Union; that the defendant’s taxi-cab was manufactured by the Ford 
Motor Company, and that the chassis, hood, body, fenders and top 
were painted black or a “Brewster green”, the same color that goes 
out on a Ford car; that defendant drove his taxi-cab or automobile 
painted black as described, on the streets of Chicago, serving the 
public, for two years prior to the year 1916; that about a year after 
the Yellow Cab Company of Illinois had established its Yellow taxi- 
cab service and business as aforesaid, and about two months prior 
to the filing of the original bill for injunction in this case, the de- 
fendant changed the color of the body of his taxi-cab from black 
to a Chrome yellow, which color defendant testified he painted on 
the body of his taxi-cab himself and that he ran it yellow until he 
was stopped by the Court; that he ran his car with the body yel- 
low” until a temporary injunction was entered by his Honor, Judge 
Scanlan of the Circuit Court, against him on February 21st, 1916, 
enjoining him from using and operating this car with the body 
painted yellow; that thereafter the defendant had his car re- 
painted by Charles J. Casey, a painter, so that the car according to 
the testimony of the defendant, had “white wheels, white panels in 
the doors, chassis black, and the hood black, the top a leather top 
with a black front, the body of the car, brown or a terra cotta color” ; 
that thereafter on the petition of the Yellow Cab Company of 
Illinois, supported by affidavits, for a rule on defendant to show 
cause why he should not be punished for contempt for violating 
the preliminary injunction entered in said cause and the answer 
thereto of said defendant and a hearing thereon, the Honorable 
Kickham Scanlan, judge, discharged the defendant from said rule to 
show cause on April 24, 1917, by order of Court duly entered 
herein; that after defendant had been discharged from the con- 
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tempt proceedings by Judge Scanlan, his taxi-cab was again painted 
by Charles J. Casey for defendant and that according to the testi- 
mony of defendant, this color was a “terra cotta or light brown” 
color and was put on by Casey “along about July, 1917” and that 
this color is on defendant’s car now; that on March 12, 1918, 
the amended and supplemental bill of complainant was filed in this 
cause. 

There are two issues of fact which are important in the de- 
termination of this case: 

First, was the Yellow Cab Company of Illinois the first, as the 
bill alleges and the answer thereto denies, to adopt, use and operate 
on the streets of Chicago, taxi-cabs identified in finish, colors, style 
and dress, as aforesaid; and 

Second, whether or not the defendant attempted to deceive or 
did deceive the public into the belief that the taxi-cab operated and 
used by him was one of the taxi-cabs operated by the complainant. 

The defendant by the testimony of several witnesses sought to 
establish that two men, Delaney and Burtley by name, had each 
driven and operated a Yellow Cab on the streets of Chicago before 
the Yellow Cab Company was organized. In this, defendant sig- 
nally failed: Delaney, on cross-examination of defendant’s wit- 
nesses, was shown to have driven and operated an old fashioned 
hansom cab, a two-wheeler, which was painted black and yellow, 
the use of which Delaney had abandoned before he died, which 
death took place some 15 years ago; Burtley, whose first name was 
said to be George, was finally identified by one of defendant’s wit- 
nesses, as the driver of “a kind of brown car,—a light brown car” 
for some fellow around Madison and Dearborn Streets.”’ Burtley, 
though a resident of Chicago, did not appear and testify and no 
excuse was given by defendant for his non-appearance. 

There was some testimony produced by the defendant relative 
to a Hotel LaSalle Company, which operated black and yellow taxi- 
cabs, and that such service anti-dated the Yellow Cab service of 
complainant and its predecessor. This testimony was too meager 
and uncertain to be of any weight. 


It has in the opinion of the Court been conclusively established 
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that the Yellow Cab Company of Illinois was the first to adopt, use 
and operate in Chicago and Cook County, Illinois, the “Yellow Cab” 
so identified as aforesaid. 

The second issue, referred to, is also squarely raised by the 
pleadings. While the testimony is conflicting as to whether the de- 
fendant by what he said or did attempted to deceive the public, 
still, it is an uncontroverted fact four witnesses apparently dis- 
interested, Leopold Oesterreicher of St. Paul, Minnesota, Grover C. 
McLaren, a Chicago lawyer, Louis Henry, a Chicago lawyer, and 
Miss Julia McCarthy, an artist, formerly a news reporter, all and 
each of whom knew and had used the “Yellow Cab” service of the 
Yellow Cab Company, were fooled, and one of whom, Grover C. 
McLaren, testified that, seeing defendant’s taxi-cab, he called: 
“Hey! Yellow Cab” and that defendant responded, and thereupon 
he hired defendant’s cab. 

Furthermore, it often happens that the Court often acquires a 
clearer understanding of a witness’ mental processes,—and hence 
of the truth, from what the witness does rather than from what he 
says. 

The defendant, Walter J. Gibbons, drove a horse cab on the 
streets of Chicago for 27 years and was a taxi-cab chauffeur for 
seven or nine years; he drove a Ford Motor Company automobile 
or taxi-cab of the usual color of Ford cars, a black or Brewster 
green, on the streets of Chicago for two years prior to 1916 and for 
about a year after the Yellow Cab Company established its identi- 
fied Yellow Taxi-cab service; early in the year 1916, about two 
months before the filing of the original bill for an injunction 
herein, defendant painted the body of his car yellow; he ran the 
car with the body painted yellow until the granting of the temporary 
restraining order by Judge Scanlan on February 21st, 1916; that 
thereafter defendant in order to comply with such restraining order, 
had a painter, Charles J. Casey, by name, repaint his car, so that 
the car had white wheels, white panels on the doors, a black chassis, 
a black hood, black fenders, and a body of a brown or terra cotta 
color; the testimony of the defendant and of the painter, Casey, as 
to why the terra cotta color was painted on the body of defendant’s 
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car, after the Court had enjoined the further use of the yellow 
color, including the instructions given by defendant for the kind of 
color to be used in repainting the car, is illuminating, and must be 
heard in toto to be appreciated; further, when you learn from the de- 
fendant that shortly after he was discharged from the contempt 
proceedings by Judge Scanlan, the defendant again had the painter, 
Casey, repaint the body of his car the color it now bears, the Court 
is forced to the belief, not only that the public was deceived by 
such color as testified to by the four witnesses named, but, also that 
defendant was attempting to imitate the color on complainant’s 
taxi-cabs as closely as possible and still keep outside the reach of a 
restraining order, for a purpose which is apparent, taking the 
legal consequences, as he must, when he stepped outside the zone of 
safety; that defendant avers in his answer and has shown by testi- 
mony, that his taxi-cab differs in certain details from complainant's 
taxi-cabs, chief among which, are the white panels about 3 inches 
wide extending across each door, the absence of the said circular 
strap and buckle, trade-mark device on each door, and the absence 
of black stripes on the back and on the boundary lines of the front 
and rear doors; that at the request of counsel for defendant, in 
which counsel for complainant joined, Judge Scanlan, before dis- 
charging the defendant from said contempt rule, inspected the taxi- 
cab of the defendant and the taxi-cabs of complainant; and that this 
Court with the consent of counsel for both litigants, also personally 
inspected said cars. 

The question raised upon this record for decision is, should a 
court of equity, under the foregoing facts, by injunction, protect 
the Yellow Cab Company in the enjoyment and possession of its 
property and restrain the defendant in the further use and opera- 
tion of his taxi-cab as it is now painted and dressed. 


It is the well settled law in unfair trade or business competi- 
tion cases, that it is the duty of the Court not only to protect the 
rights of the honest trader or business man, but the Court must 
also see that the rights of the community are protected; that people 
are not imposed upon, and that a person who seeks in good faith to 
purchase some article of merchandise or hire some vehicle for his 
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use, shall get that which he seeks to buy or hire, and thinks he is 
buying or hiring, whether it be an article of merchandise or a taxi- 
cab ride. 

“One man may not pass off his goods as and for the goods of another 


person, and it is immaterial whether they are goods being passed off for 
sale or for hire.” 


W. & G. Du Gros. Ltd. v. Gold, 30 R. P. C. 117 (125). 


In the case of Florence Manufacturing Co. v. J. C. Dowd & 
Co., 178 Fed. Rep. 78, the Circuit Court of Appeals, Second Cir- 
cuit, says: 

“The law (of unfair competition) has a three-fold object. First, to 
protect the honest trader in the business which fairly belongs to him; sec- 


ond, to punish the dishonest trader who is taking his competitor’s business 
away by unfair means; and third, to protect the public from decep- 


ia: Se 

It is so easy for the honest business man, who wishes to sell 
his goods upon their merits, to select from the entire material uni- 
verse, which is before him, symbols, marks and coverings which by 
no possibility can cause confusion between his goods and those of 
competitors, that the courts look with suspicion upon one who in 
dressing his goods for the market, approaches so near to his suc- 
cessful rival that the public may fail to distinguish between them. 
The law is not made for the protection of experts, but for the public, 

that vast multitude which includes the ignorant, the unthinking 
and the prejudiced, who in making purchases do not stop to analyze, 
but are governed by appearance and general impressions. * * * 
Where the defendant has so dressed his goods that they may be mis- 
taken for the goods of the complainant, his motive in so doing is 
either honest or dishonest; if honest, he should stop voluntarily; 
and, if dishonest, he should be compelled to stop.” 

Apply that legal doctrine to the facts in this case, and one must 
conclude that the defendant was operating a taxi-cab before the in- 
junctional order was entered in this case, and also after he was 
discharged from the contempt rule, and is now operating a taxi-cab, 
which so closely resembles the yellow taxi-cabs of complainant with 
the intention and for the purpose of getting some of the Yellow Cab 
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Company’s business; otherwise, why change the body of his taxi-cab 
from black to yellow in the first instance, before the injunction order 
was entered, and again why change it to its present color, which de- 
fendant calls a light brown or a terra cotta color, after the danger 
of being held for contempt was passed? 

The law of unfair competition is, that where one comes on the 
market where there is an established trade or there are established 
goods identified by the form or style of dress, it is the duty of the 
newcomer to avoid any imitation of such style of dress calculated to 
deceive. Movzie Co. v. Daoust, 206 Fed. Rep. 434 [3 T. M. Rep. 
371]; Florence Mfg. Co. v. Dowd, 178 Fed. Rep. 73 (75). 

It is contended that while defendant might be said to have imi- 
tated the taxi-cabs of complainant too closely when he painted his 
taxi-cab yellow before the order of injunction was entered, that 
afterwards when he repainted it in July, 1917, after the contempt 
proceedings, he did not so closely imitate complainant’s taxi-cabs 
as to violate complainant’s rights or deceive the public, because he 
repainted the cab at that time, what he said was a “light brown or 
terra cotta color” The only answer necessary to make to this con- 
tention is, that it is uncontradicted that four disinterested witnesses 
are known to have been deceived, and who testified they were de- 
ceived by this “light brown or terra cotta color.” In view of this 
testimony the question of deception in this case is taken out of the 
realm of speculation and becomes an established fact in this case. 

It is further contended by counsel for defendant that there are 
certain admitted differences in style, design, color, make-up and 
form between the cab of defendant and the cabs of complainant, and 


especially in the particulars pointed out in the foregoing statement 
of facts. 


It is sufficient if the imitation be of a salient identifying feature 
in name, label and dress, and the fact that different accessories are 
added is not sufficiently distinctive. 

This rule applies to trade cases as well as to trade-marks. 
Johnson & Johnson v. Bauer & Black, 82 Fed. Rep. 662; Walter 
Baker & Co. v. Delapenha, 160 Fed. Rep. 746 (749). 

Differences which do not destroy the general similarity of ap- 
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pearances to the ordinary purchaser are of no consequence and need 
not be dwelt upon, and they fall short of a defense. Movie Co. v. 
Daoust, 206 Fed. Rep. 434 [3 T. M. Rep. 371]. 

Differences in detail which can only be noticed by side by side 
inspection indicate bad faith and a deliberate purpose to deceive 
rather than an honest motive. Sterling Remedy Co. v. Gorey, 110 
Fed. 372 (378). 

“The imitation may be limited and partial. It may embrace variations 
that a comparison with the original would instantly disclose, yet a re- 
semblance may still exist that was designed to mislead the public, and the 

effect intended may have been produced, nor could it be doubted that 


pir ba this design is apparent and this effect has followed, an injunc- 
tion may rightfully be issued, and ought to be issued.” 


Amoskeag Mfg. Co. v. Spear, 2 49 Ae Y.) 599 (606) ; 
New York Cab Co. v. Mooney, 15 Abb. N. C. (N. Y.) 152 (158). 

What is the salient identifying hediea ae complainant’s taxi- 
cabs? It is the combination of yellow and black. Yellow body, 
black top and white tires. That is the identifying feature which 
hits the public’s eye and causes the individual when seeking to 
identify the taxi-cab and the taxi-cab service which he seeks to use, 
to call for the “Yellow Cab” or the “Yellow Taxi” 

Counsel for defendant in the inception of his argument con- 
tends, and frequently recurs to the contention, that this case is an 
effort on the part of the complainant to perpetuate a monopoly, and 
that you cannot monopolize a color. 

While I agree with counsel that you cannot monopolize a color, 
I do not agree with him that the complainant is seeking by its 
amended and supplemental bill to establish or perpetuate a mon- 
opoly. There is no exclusive property in color. But, I am clearly 
of the opinion that complainant has so far established a trade- 
mark in the words, “Yellow Cab’, “Yellow Cab Co.” and the 
colors, get-up, style, design, form and dress as they are combined 
and used upon its taxi-cabs as to entitle it to call upon a court of 
equity for protection against imitations designed to mislead the 
public and to deprive the complainant of the profits of the business. 
New York Cab Co. v. Mooney, 15 Abb. N. C. (N. Y.) 152 (159); 


International Committee Y. W. C. A. v. Y. W. C. A. of Chicago, 


Sn AS aad See 


pan eras 


mer aN 


Tawinse abe tebe. 


NE PN 


are ens eee 


Le TES 





258 EIGHT TRADE-MARK REPORTER 


194 Ill. 200; Mt. Hope Cemetery Ass’n v. Cemetery Ass’n, 246 III. 
416 (427). 

“Of course, a person cannot claim a monopoly of a color in connection 
with a broad line of trade. * * * * But the most universal element 
may be appropriated as the specific mark of a plaintiff’s goods if it is used 
and claimed only in connection with a sufficient complex combination of 
other things.” 

New England Awl Co. v. Marlborough Awl Co., 188 Mass. 
154 (156); Howard Dustless Duster Co. v. Carleton, et al., 219 
Fed. Rep. 913 [5 T. M. Rep. 141]. 

Furthermore it appears to the court that changing the color on 
the body of defendant’s taxi-cab cannot injure any one, that re- 
taining it in the past has misled the public in four known instances, 
and that retaining it in the future may mislead the public further, 
confuse the trade and seriously injure complainant’s business. 
When such alternative presents itself the duty of the court of equity 
is plain, namely, to stop the defendant in the further use of his 
taxi-cab with the body thereof so painted. 

It is also contended by counsel for defendant that the discharge 
of the rule to show cause, in the contempt proceedings against the 
defendant, on April 24, 1917, is res adjudicata; it is only necessary 
to call attention to the facts and record in this case to show that 
counsel is wrong in his contention. 

The rule to show cause was discharged on April 24, 1917, and 
afterwards on March 12, 1918, complainant filed its amended and 
supplemental bill of complaint in this cause. The defendant filed 
his answer to this bill and a replication has been filed to such 
answer. Even if the discharge of the rule to show cause in the 
contempt proceedings was conclusive as to the original bill and pre- 
liminary injunction issued thereon, it is no bar to the amended and 
supplemental bill filed March 12, 1918, which involves new facts 
and prays for relief. The complainant is entitled to a trial on the 
merits and it is not until a final decree is entered that the rights of 
the parties are settled. 23 Cyc. 1154, 1232, 1290, and cases cited. 

In conclusion, I desire to express my gratification to counsel 


representing the parties litigant for the very clear and able way in 
which they presented the facts and the law to the court. The 
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authorities cited have been so numerous that I have taken longer 


than usual in rendering a decision because of a desire to carefully 


examine same. Finally, I am clearly of the opinion that the com- 


plainant has established its right to relief and that a permanent in- 


junction should be granted. Complainant will prepare a decree in 


conformity with this opinion. 


1. 


~ 


Puitie Hitton v. JoseEPH HILTON 


New Jersey Court of Errors and Appeals 


June 17, 1918 


Unrairn Competition—Use oF Own NAME. 

The right of a man to use his own name in his own business if 
part of the natural and inalienable rights guaranteed by our Con- 
stitution without which the right to acquire, possess and protect prop- 
erty would be of little worth. Even in a case of unfair competition, 
the courts go on further than to restrain the use of a name except 
when so marked as to distinguish it from a competitor, and this ex- 
ception amounts to allowing the wrongdoer to continue the use of his 
own name when it is so marked. 

Unram Competition—InJuNCTION—PURPOSE. 

The remedy by injunction in a case of unfair competition is a 
protective remedy intended to protect the complainant in his property 
rights, not punitive to punish wrong doing. 

Unraimr Competition—Goopwitt—OBLIGATION OF SELLER. 

In an agreement of dissolution between partners, there was a sale 
of the goodwill of the business, but no agreement by the retiring part 
ner not to engage in business. Held, that the retiring partner might 
carry on a rival business wherever he chose, and might push his busi- 
ness as any stranger or outsider might, even though this does interfere 
with the business he has sold. Newark Coal Co. v. Spangler, 54 N. J. Eq,. 
354, approved. 

Unram CompetitioN—RiGuts oF SELLER OF A BustNeEss. 

The vendor of the goodwill of a business who has not covenanted 
or agreed not to compete, may seek for trade by any honest method 
including public advertisement, or private advertisement among those 
who were not customers of the old business, but may not specially 
solicit the trade of those who were customers of the old business, and 
he may serve all who come of their own motion. 


(Syllabus by the court) 


Appeal from a decree of the Court of Chancery, in favor of 


complainant (8 T. M. Rep. 96). Reversed. 
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John R. Hardin, for complainant-appellant. 
Robert H. McCarter, for defendant-respondent. 


Swayze, J.: The bill prays that the defendant be “restrained 
from using the name ‘Hilton’s’ or ‘Hilton’ alone or in such man- 
ner as to lead or induce the public to believe that the goods manu- 
factured or sold by him are manufactured or sold by complainant 
and that the business conducted by defendant is the same as or a 
part of the business conducted by complainant, from using any 
emblem or device resembling the trade emblem of complainant in 
any way in his business and from conducting his business so as to 
deceive the public and induce it to believe that the goods manu- 
factured or sold by defendant were manufactured or sold by com- 
plainant and that the business conducted by defendant is the same 
as or a part of the business conducted by complainant.” The evi- 
dence entitled the complainant to the relief prayed for. The learned 
Vice-Chancellor, however, went further and enjoined the defendant 
from using the name “Hilton” either alone or in association with 
other word or words for any purpose whatsoever in any clothing busi- 
ness operated or conducted directly or indirectly by the defendant 
competitive with the clothing business operated or conducted by the 
complainant trading under the name and style of The Hilton Com- 
pany and particularly from using the word “Hilton’s” or “Hilton” 
either alone or in association with other word or words to describe or 
designate any retail clothing store or stores or the clothing therein 
sold or the business therein operated or conducted, now or hereafter 
operated or conducted, directly or indirectly, by the defendant in 
any city or cities in which the complainant, trading under the name 
and style of The Hilton Company now operates or conducts a retail 
clothing business. 

The effect of this injunction is to preclude the defendant from 
using his own name in the clothing business in any city where the 
complainant conducts a retail clothing business. That this was 
meant to be its scope is shown by the respondent’s defense of the 
decree, both orally and in his brief. 


The right of a man to use his own name in his own business 
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is part of the natural and inalienable rights guaranteed by the very 
first clause of our Constitution, without which the right to acquire, 
possess and protect property would be of little worth. Although 
the right is not safeguarded in England by any constitutional guar- 
antee, it has found careful protection in the courts of justice. Of 
the numerous cases of unfair competition and fraud to be found in 
the reports, we doubt if a single case can be found where as broad 
an injunction as the present has been granted in a case of unfair or 
fraudulent trade where as here, there has been no contract or 
covenant restraining a man’s business activities. Even in the 
Rogers case, the injunction only went so far as to restrain the de- 
fendant from using his own name unless he stamped upon the goods 
the words, “not the original Rogers” or “not connected with the 
original Rogers’. ‘This exception of course amounted to allowing 
the defendant in that case, notwithstanding his previous fraudulent 
conduct, to continue the use of his own name if he would brand the 
goods as stated. 

At least three reasons have moved the courts to this limitation 
of the restrain upon a man’s use of his own name. First the consti- 
tutional rights already stated, second the public interest in having 
all citizens free to labor in the vocation to which they have been 
trained, with which they are familiar, or to which they are adapted, 

a consideration which has led the courts so often to declare even 
contracts void as in restraint of trade. Third the fact that the 
remedy by injunction is a protective remedy intended to protect the 
complainant in his property rights, not a punitive remedy intended 
to punish the defendant for his wrong doing. In this present case 
there is a fourth reason. The parties when they dissolved partner- 
ship, put their agreement in writing and that writing measures their 
rights and obligations. At that time under such an agreement as 
they made, the defendant had the right as had been recently de- 
cided by this court in Snyder Pasteurized Milk Co. v. Burton, 80 
N. J. Eq. 185, to engage in a competing business. The complain- 
ant must be assumed to know the law and to have known that such 
was the effect of the agreement. He was moreover advised by com- 


petent counsel. In this situation we cannot do otherwise than hold 
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that the parties contemplated that the defendant might use his own 
name in the clothing business. He must of course refrain from rep- 
resenting his business to be that of the complainant and from 
palming off his goods as the goods of the complainant. The present 
injunction in its full scope cannot be sustained because of defend- 
ant’s unfair trading. Apparently an injunction exactly in accord 
with the prayer of this bill would suffice for the complainant’s pro- 
tection. 

There we might leave the case but for the fact that in the dis- 
solution of the partnership, the defendant transferred to the com- 
plainant, along with the other assets, “all the name and goodwill 
of said business.” The only name mentioned in the transfer is 
The Hilton Company and the transfer of this name could not en- 
large the complainant’s right to the name “Hilton” or “Hilton’s”’. 
If the name only had been transferred the argument would be irre- 
sistible that the names “Hilton” and “Hilton’s” were omitted ad- 
visedly. The name, however, is not all that is transferred; the 
“goodwill” is included. We must therefore determine whether the 
complainant’s rights are thereby enlarged. The fact that the bill 
does not contain any prayer for the protection of the goodwill, or 
prayer for general relief does not shut us off from the inquiry. 
The bill was filed in 1917. By the new chancery rules P. L. 1915, 
194, rule 47, relief other than that prayed for may be given without 
a prayer for general relief. The bill sets up the transfer and the 
answer admits it so far as material to the present question. What 
rights then has the complainant by virtue of the transfer to him of 
the goodwill of the business? This depends on how goodwill is 
defined, and how much the words can note. Probably no one at 
this day would adopt the narrow definition of Lord Eldon. Busi- 
ness methods change with changing years and, with the expansion 
of business, the meaning of business terms expands. The definition 
of Vice-Chancellor Wood, afterward Lord Hatherley, in Churton v. 
Douglas, 28 L. J. Ch. 841, is broad enough for our present purpose 
and has in effect been adopted in later cases, which have been ap- 
proved and followed by us. Snyder Pasteurized Milk Co. v. Bur- 


ton, 80 N. J. Eq. 185, “Goodwill must mean every advantage— 
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afirmative advantage if I may so express it, as contrasted with the 
negative advantage of the vendor not carrying on the business him- 
self—that has been acquired by the old firm by carrying on its busi- 
ness, everything connected with the premises, or the name of the 
firm, and everything connected with or carrying with it the benefit 
of the business.” The distinction drawn by the Vice-Chancellor 
between affirmative and negative advantage, as he calls it, is im- 
portant. It was then, and apparently always has been, recognized, 
that the sale of goodwill without more, did not prevent the vendor 
from engaging in business in competition with the vendee. If the 
vendee desired to avoid that, he must require a contract not to 
engage in competition. This rule was so plain that it was taken for 
granted in this court, Richardson v. Peacock, 33 N. J. Eq. 597, and 
stated by Vice-Chancellor Emery with his well known care and ac- 
curacy in Newark Coal Company v. Spangler, 54 N. J. Eq. 354 as 
follows: ‘The vendor of a goodwill who has not expressly re- 
stricted himself against carrying on the business, being permitted 
by law to carry on a rival business wherever he chooses, may push 
his business as any stranger or outsider might, even though this does 
interfere with the business he has sold, and the real question there- 
fore is narrowed down to this: In thus pushing his rival business, 
what acts, if any, must the vendor be restrained from?” It was 
always conceded that the vendor in conducting the rival business 
might make his business known by the usual general appeals by 
public advertisement to the public generally. Johnson v. Hall v. 
Barrows, 33 L. J. Ch. 204; Labouchere v. Dawson, Helleley, 2 DeG. 
J.& S. 446, 34 L. J. Ch. 179, 41 L. J. Ch. 427. It was at one time 
contended that the vendor might go farther and solicit personally 
or by mail, by travelling men, or any other way. It was finally 
settled that such special solicitation would be restrained. The 
English cases are set forth by Vice-Chancellor Emery in Newark 
Coal Co. v. Spangler above cited and the matter has been put at rest 
by the decision of this court in Snyder Pasteurized Milk Co. v. Bur- 
ton, 80 N. J. Eq. 185. We there said: “The defendant having 
made no express covenant, may engage in a competing business”. 
We there restrained the defendant from soliciting customers of the 
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former business, the goodwill of which he had sold. It is gratify- 
ing to know that the English rule adopted by us has the support not 
only of reason but of the weight of authority in other jurisdictions. 
The more recent cases are collected in a note to Von Bremen v. Mac- 
monnies, 200 N. Y. 41, in 21 Ann. Cas. 423. The New York Court 
of Appeals holds to our rule. The Supreme Court of Massachusetts 
takes a different view. Cases are collected in a note to Foss v. 
Roby, 195 Mass. 292 in 11 Ann. Cas. 571, but the cases cited in that 
note show that the great weight of authority is with our rule. On 
the one hand then the vendor having the right to conduct a riva) 
business may from the necessity of the case seek for trade by any 
honest method including public advertisement or private advertise- 
ment among those who were not customers of the old business, but 
he may not specially solicit the trade of those who were customers 
of the old business. The question still remains whether he may 
deal with the old customers, who may perhaps be attracted by their 
knowledge, from advertisement or otherwise, that he is in business. 
This question was left in doubt by what Justice Dixon said in 
Richardson v. Peacock. Sir George Jessel in Ginesi v. Cooper, 
L. R. 14, Ch. Div. 596, 49 L. J. Ch. 601 enjoined a vendor who had 
sold his goodwill from dealing with the old customers and vindicated 
his action in his usual vigorous style. Afterward in Leggett v. Bar- 
rett, L. R. 15 Ch. Div. 306, 51 L. J. Ch. 90, an injunction granted 
by him in accordance with Ginesi v. Cooper came before the Court 
of Appeals and his order was reversed. Brett, L. J., said: ‘The 
truth is, that to enjoin a man, or to prevent him by means of 
damages when he does it, against dealing with people whom he has 
not solicited, is not only to enjoin him, but to enjoin them, for it 
prevents them from having the liberty which everybody in the 
country might have of dealing with whom they like. If they are 
induced by his solicitations, that is a different thing, but it seems to 
me that it would be quite wrong to imply any contracts that he will 
not deal with people who come of their own accord, to deal, even 
though they were former customers.’ The judges agreed that there 
was no authority for the extension of the relief attempted by the 
Master of the Rolls. The argument is unanswerable. It cannot be 
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that every customer of a great department store, for instance, must 
be restricted in his choice of a place in which to trade merely be- 
cause partners dissolve and one sells the goodwill to the other. The 
necessary corollary of the right to do business is the right to serve 
all who come of their own motion. Moreover the rules of law must 
be practical and it would be quite impossible for the proprietor 
even of a small business to be personally present in all parts of his 
establishment prepared to turn away all the old customers, and of 
course no clerk can be supposed to know them even if the proprietor 
an be. 

The right to make known that one is in business by advertising 
addressed to the public generally, is a necessary concomitant of the 
right to do business, without which that right would be hardly more 
than nominal. The reason for making a difference between such 
advertising and special solicitation is that the former is public and 
open to all, the latter is private and secret in a sense, and the ven- 
dor of goodwill has the advantage of knowing the customers, and 
if permitted, could by reason of that knowledge detract from the 
value of the goodwill he had sold. 

No relief is open to the complainant by reason of his purchase 
of goodwill except an injunction against soliciting customers of the 
old business. No such solicitation was proved, no issue was made 
of it. In the present state of the case at any rate, no relief can be 
granted on that score. 

The decree must be modified and to that end the record re- 


mitted in order that a decree may be entered according to the prayer 


of the bill. No costs will be allowed in this court. The respondent 
is entitled to costs in the Court of Chancery since he gets the relief 
he prayed for. 
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AspramM Ratkowsky v. A. Ratkowsky, INc. 
(181 App. Div. 794) 
New York Supreme Court, Appellate Division 
First Department, February 21, 1918 


Unrairn ComMpeTITION—TRADE-NAME—INJUNCTION. 

A plaintiff, who is himself guilty of a deliberate attempt to cause 
his own business to be mistaken for that of the defendant, is not entitled to 
enjoin alleged unfair practices by the latter. 

Appeal from an order to the Special Term, New York County, 


granting a preliminary injunction. Reversed. 


Harry A. Gordon, of counsel (Reuben Tally with him on the 
brief; Harry A. Gordon, attorney), for the appellant. 
Alvin C. Cass, of counsel (Cass & Apfel, attorneys), for the 

respondent. 


SuHearN, J.: Upon the application of the plaintiff, Abram 
Ratkowsky, the defendant corporation, A. Ratkowsky, Inc., has 
been enjoined pendente lite from using the name “A. Ratkowsky” 
and from using the name “A. Ratkowsky, Inc.,” unless the letters 
“Ine.” be printed or displayed in letters of the same size and 
legibility as the words or letters “A. Ratkowsky.” Plaintiff 
established himself in the fur business at 28-34 West 34th Street, 
New York City, in January or February, 1915, and conducted 
it under the name “A. Ratkowsky” until April 15, 1916, when 
he formed the defendant corporation, transferring to it, in con- 
sideration of its entire capital stock, “the business now conducted 
by me at 28-34 West 34th Street, in the Borough of Manhattan, 
City of New York, a statement of the assets and liabilities of 
which is hereto attached, together with the goodwill thereof and 
the leases of the premises now occupied by me at 28-34 West 34th 
Street.” Prior to forming the corporation plaintiff advertised his 
business extensively as “A. Ratkowsky” in and about the premises, 
at the railroad stations and in the subway cars. The signs bearing 
the advertisements were continued by the defendant corporation, 


and are the signs which the defendant is restrained from using. In 
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April, 1916, plaintiff was in financial difficulties, the banks having 
refused to make further loans, and his brother, Bernard Ratkowsky, 
came to his assistance, loaning him $5,000 toward the end of April, 
1916, and indorsing $15,000 notes in May, 1916, which the plaintiff 
cashed. The business went from bad to worse and, on bankruptcy 
being threatened, Bernard Ratkowsky was prevailed upon to enter 
the business and finance it in an effort to save it. Accordingly, on 
August 17, 1916, the capital stock of the defendant was increased 
by $25,000 preferred stock, which was issued to Bernard Ratkowsky 
for $25,000 cash invested by him. The plaintiff and his brother 
were employed of record by the corporation, the former at a salary 
of $5,000 per annum, and the latter at a salary of $10,000. On 
June 15, 1917, plaintiff's salary was increased to $10,000 per 
annum, and the common stock of the corporation was divided so 
that Bernard Ratkowsky received fifty-one per cent. and the plain- 
tiff forty-nine per cent. under an agreement, however, that the 
profits upon the common stock were to be divided equally. In ad- 
dition to the loans and investments above mentioned, Bernard 
Ratkowsky loaned various other sums to the business, aggregating 
some $16,000, and devoted all of his time and attention to the busi- 
ness. Disputes arose, and on October 9, 1917, plaintiff informed 
his brother that he desired to withdraw from the business and enter 
the motion picture film business and proposed that his brother buy 
plaintiff's forty-nine per cent. of the common stock. The proposi- 
tion was accepted and an agreement executed under which Bernard 
Ratkowsky paid the plaintiff $40,000. The agreement provided 
that: “He (plaintiff) will not, for a period of ten years from the 
date hereof, directly or indirectly as principal, agent or employee, 


be engaged, interested or employed in any fur business of any 


nature or kind which is conducted under the firm name or style or 
trade-name embracing the word ‘Ratkowsky’ or any similar name, 
within an area of three blocks in all directions from 34th Street, in 
the Borough of Manhattan, City, County and State of New York, 
bounded by Fifth Avenue on the east and Sixth Avenue on the 
West.” 


Immediately after plaintiff severed his connection with the 
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defendant corporation he established himself in the fur business at 
435 Fifth Avenue in the Borough of Manhattan, New York City, 
between 38th and 39th Streets, one block beyond the prohibited 
zone fixed in the contract, and commenced advertising extensively 
his business as “My New and Only Store, A. Ratkowsky,’ “The 
Original A. Ratkowsky,” and “my new and only address.” The 
plaintiff then insisted that the defendant, which had only duly ac- 
quired the right to the trade-name “A. Ratkowsky” and to the signs 
long used in the business (the goodwill and fixtures being valued 
in the agreement at $65,000), should desist from using the name 
“A. Ratkowsky” in its advertising or in connection with its business 
unless the letters ‘Inc.’ were conspicuously made a part thereof. 
While the defendant was obliged under the General Corporation 
Law (Consol. Laws, chap. 23 [Laws of 1909, chap 28], §6, subd. 
1, as amd. by Laws of 1913, chap. 24; Laws of 1916, chap. 222, 
and Laws of 1917, chap. 594) to append the letters “Inc.” to its 
name, this was the concern of the State and not of the plaintiff. 
Nevertheless, the defendant agreed to and did proceed to append 
the letters “Inc.” to its name, but this was not done in conspicuous 
type, whereupon the plaintiff sued and obtained this injunction. 
In view of the facts above recited, the course of the plaintiff 
is not one to commend itself to a court of equity. Having per- 
suaded his brother to come to his assistance and make these very 
considerable loans and also to enter upon the burden and hazard of 
making the business successful, involving a large investment and 
all of the brother’s time and attention, and knowing full well that 
the goodwill of the business carried the right to employ the trade- 
name “A. Ratkowsky,”’ if not as a corporation name at least to 
identify the established business, the plaintiff proceeded to do all 
in his power to injure that goodwill and lead the public to believe 
that the fur business, theretofore conducted under the name “A. 
Ratkowsky” in 34th Street, had been either abandoned or moved to 
plaintiff’s Fifth Avenue address by advertising his new business as 
“My New and Only Store, A. Ratkowsky,” “The Original A. Rat- 
kowsky,” and “my new and only address.” While under the 
agreement the plaintiff had a right to resume the fur business out- 
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side the prohibited zone, and while he had a right to use his own 
name, it was his duty, especially under the circumstances of this 


case, so to use his name as not to inflict unnecessary injury upon 


the established business of the defendant, built up and conducted 
under the name “A. Ratkowsky.”’ It is to be noted that the plaintiff 
did not even employ his own full name to identify his new business 
but abbreviated the name so that it was identical with the name of 
the established business, the goodwill of which had been sold to the 
defendant. It is difficult to perceive in this anything except a 
deliberate intent to injure the business of the defendant and lead the 
public to believe that the plaintiff was conducting at the Fifth 
Avenue address the business established and known to the trade, 
conducted by the defendant at the old 34th Street address. Under 
the circumstances disclosed, the injunction was unwarranted, and 
the order appealed from should be reversed, with ten dollars costs 
and disbursements, and the injunction vacated, with ten dollars 
costs. 

CriarKE, P. J., Lauguiin, Dow tine and Page, JJ., concurred. 

Order reversed, with ten dollars costs and disbursements, and 
injunction vacated with ten dollars costs. 


FisHer v. Star CoMPpaANy 
New York Supreme Court, Special Term 


June 14, 1918 


Unrain CoMPETITION—INJUNCTION—VIOLATION. 

An injunction which restrains the defendant from publishing car- 
toons, not the work of plaintiff, but in imitation thereof, while reserving 
to the defendant the right to republish such of his work as it right- 
fully published in the first instance, is not violated by the republication 
of the latter cartoons in a form different from that shown in the 
original publication. 


In equity. On motion to punish for contempt. Denied. 


Chas. E. Kelley, for plaintiff. 
William A. Deford, for defendant. 
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GREENBAUM, J.: Motion to punish the defendant, the Star 
Co., and its subsidiary company, King Feature Syndicate, Inc., for 
contempt of court, for alleged violation of the terms of certain 
judgments heretofore decreed by this court [Fisher v. Star Co., 6 
T. M. Rep. 429; Same v. Same, 7 T. M. Rep. 466]. Each of the 
judgments contained on express provision “that nothing in this 
judgment shall be construed as enjoining the Star Co. from repub- 
lishing any of the cartoons and the title and text accompanying 
each, respectively, which have been heretofore drawn by Harry C. 
Fisher and republished by the Star Co. in the ‘New York American,’ 
or as restraining the Star Co. from exercising any rights which it 
may possess by reason of its ownership of the copyright of certain 
of the ‘Mutt and Jeff’ cartoons drawn by Harry C. Fisher which 
have been heretofore published.” The publication complained of 
consists of an enlarged substantial reproduction of the original 
drawings made for the Star Co., which were copyrighted by it and 
which were its exclusive property. Instead of publishing this 
reproduction in a single strip consisting of six pictures, the republi- 
cation consists of two comic strips joined on the same page. The 
orginal drawings were in black and white. The republication 
sought to be enjoined is in colors. The circumstance that the re- 
published cartoons are of larger size than the original drawings is 
assuredly within the defendant’s rights, as is also the simultaneous 
publication of two strips instead of single strips as originally pub- 
lished. Plaintiff does not claim that the Star Co. or its licensee 
would be barred from publishing the cartoons purchased from 
Fisher in book or pamphlet form, and the court is of opinion that 
these cartoons may be used in any proper manner the owners of 
them see fit. As to coloring the cartoons, it is difficult to under- 
stand why one who has acquired the absolute ownership of a black 
and white drawing or picture intended for publication may not 
publish it in colors. It is not claimed by plaintiff that his reputa- 
tion is thereby injuriously affected or the value of his work im- 
paired. Indeed, it is urged by the plaintiff himself that he had 
recently concluded to publish his forthcoming cartoons in color, 


and that the republication complained of would come in competition 
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with his own work. The coloring of the cartoons is therefore not 
an improper use of them, a conclusion which is emphasized by the 
very circumstance that the plaintiff avers that he himself has made 
arrangement for the future publication of his cartoons in colors. It 
seems to me that the sale of the cartoons carries with it the in- 
cidental right to color them. The only question that remains is 
whether the defendants may employ the headings or titles in the 
manner in which the defendants are now republishing the cartoons. 
It seems to me these headings are not proper reproductions of the 
original, and should be published in a single line in the same man- 
ner as the originals were published. Upon defendants stipulating 
that future republications will conform to the criticism here made, 
the motion will be denied in all respects. 


FepERAL TRADE ComMISssION v. Biock & Co. 


Federal Trade Commission, June 6, 1918 






FeperAL TrapeE Commission Act—Trape-Mark INFRINGEMENT. 

The manufacture and sale in interstate commerce of goods bearing 
a trade-mark that infringes upon the widely advertised and well known 
trade-mark of another is unfair competition, in violation of the Fed- 
eral Trade Commission Act. 


Present, Cotver, Chairman, Fort and Murpock, Commis- 





sioners. 


REPORT 














The Federal Trade Commission, having issued and served 
its complaint herein, wherein it is alleged that it had reason to 
believe that the above named respondent, Block & Company, has 
been and now is using unfair methods of competition in interstate 
commerce in violation of the provisions of Section 5 of an Act of 
Congress approved September 26, 1914, entitled “An Act to create 
a Federal Trade Commission, to define its powers and duties, and 
for other purposes” and that a proceeding by it in that respect 
would be to the interest of the public, and fully stating its charges 
in that respect, and the respondent, having entered its appearance 
by Louis Klatzkie, its treasurer, duly authorized to act in the 
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premises, and having filed its answer admitting that the matters 
and things alleged in the said complaint are true, and agreeing and 
consenting that the Commission shall forthwith proceed to make 
and enter its report stating its findings as to the facts, and its order 
disposing of this proceeding. 


Findings as to the Facts 


Paragraph One: That the respondent, Block & Company, is 
a corporation organized, existing and doing business under and by 
virtue of the laws of the State of New York, with its home office 
located at the City of Brooklyn in the said State of New York, now 
and for more than one year last past engaged in the business of 
manufacturing and selling toilet and pharmaca] preparations among 
which is a mentholated petrolatum to which it has applied the name 
Mentholanum, generally in commerce throughout the States and 
Territories of the United States and the District of Columbia, in 
direct competition with other persons, firms, copartnerships and 
corporations manufacturing and selling like products. 

Paragraph Two: That in the conduct of its business, Block 
& Company have purchased the component ingredients used in 
manufacturing Mentholanum in various States and Territories of 
the United States, and the same are transported through said States 
and Territories to the City of Brooklyn, State of New York, and 
there are assembled and made into Mentholanum, which is from 
there sold and shipped to the trade in different states and territories 
of the United States, and the District of Columbia. 

Paragraph Three: That the Mentholatum Company is a cor- 
poration organized, existing and doing business under and by virtue 
of the laws of the State of New York, with its principal office and 
place of business in the City of Buffalo, in said State, and for 
twenty-four years last past has been engaged in the business of 
manufacturing and selling a preparation in the form of a salve 
adapted for the use of treating different ailments and diseases of 
the skin, tissues and muscles, to which it has applied the trade- 
name Mentholatum; that said preparation is sold by dealers in 
different States and Territories of the United States and the Dis- 
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trict of Columbia, in paper cartons upon which “Mentholatum’’ is 
printed in large and distinct letters, and such trade-mark through 
years of sale and advertising, has acquired a well defined meaning 
and reputation by the purchasing public, all of which is and was, 
well known to the respondent. 

Paragraph Four: That the respondent, within the year last 
past, began the manufacture and sale of its preparation as afore- 
said and did adopt the trade-name of Mentholanum, applying the 
same in large and distinct letters upon the cartons in which the 
same is sold and which are similar to those used by the Mentholatum 
Company, and advertises this preparation for uses similar to those 
in a like advertisement by the Mentholatum Company, all of which 
simulation is designed and calculated to and does, deceive and mis- 
lead the purchasing public and cause purchasers to believe that re- 
spondent’s preparation is one and the same as that of the Menthola- 
tum product. 

Conclusions of Law 


That the method of competition set forth in the foregoing find- 
ings as to the facts in Paragraph Four is, under the circumstances 
therein set forth, an unfair method of competition in interstate com- 
merce, in violation of the provisions of Section 5 of the Act of Con- 
gress approved September 26, 1914, entitled, “An Act to create a 
Federal Trade Commission, to define its powers and duties, and for 
other purposes.” 

ORDER 

The Federal Trade Commission, having issued and served 
its complaint herein, and the respondent having entered its ap- 
pearance by Louis Klatzkie, its treasurer, duly authorized to act 
in the premises, and having filed its answer admitting that the mat- 
ters and things alleged and contained in the said complaint are true, 
and agreeing and consenting that the Commission shall forthwith 
proceed to make and enter its report stating its findings as to the 
facts and its order disposing of this proceeding; and the Commission 


having made and filed its report containing its findings as to the facts 


and its conclusion that the respondent has violated Section 5 of an 
Act of Congress, approved September 26, 1914, entitled “An Act to 
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« create a Federal Trade Commission, to define its powers and duties, 


and for other purposes,” which said report is hereby referred to and 
is made a part hereof. 

Now, therefore, it is ordered, that the respondent, Block & 
Company, of the City of Brooklyn, State of New York, and its 
officers, directors, agents, servants and employees, cease and desist 
from directly or indirectly employing, using, adopting or applying 
the name “Mentholanum” to the preparations or articles manu- 
factured and sold by it, or any other name so similar to the trade- 
name “Mentholatum” as to be likely to deceive and mislead the 
purchasing public and cause purchasers to believe that respondent's 
preparation is one and the same as that made and sold under the 
trade-name ‘‘Mentholatum”’. 


{This action of the Federal Trade Commission is an_ interesting 
precedent, in view of the fact that it involved no question except infringe- 
ment of a trade-mark “Mentholatum,” which trade-mark had been duly 
registered in the United States Patent Office. In Conference Ruling 46, 
April 7, 1916, the Commission refused to issue a complaint in a case of 
infringement of registered trade-marks, holding that the remedies given un- 
der the federal statute were sufficient, and a proceeding would not be 
instituted, in the absence of important considerations of public interest.] 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Title to a Trade-Mark 


Newton, C.: The senior party to an interference used the 
trade-mark “Bull Dog” for dry batteries in the year 1900. The 
junior party began to use the mark in 1912 upon dry batteries made 
for it by the Rock Island Battery Co. and thereafter from 1912 to 
1915 by the senior party to the interference. Inasmuch as the 
senior party furnished goods under this trade-mark to the junior 
party for three years without making any effort to stop the latter’s 
use of the mark, it cannot now claim the exclusive right to the mark 
against the junior party. On the other hand, the junior party 
cannot claim exclusive right against the first user. Neither party 
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has the right to the exclusive use and registration was refused as 
to both.’ 


What is a Trade-Mark? 


Wuirteneap, A. C.: The words “We Wont Forget You” and 
the picture of a service flag, for paper and envelopes, is obviously 
not a trade-mark, but an appropriate ornamentation for paper used 
in writing to those in the service. Moreover, it is against public 
policy to register a service flag as a trade-mark.* 

Cray, A. C.: The picture of an ice cream cone is not regis- 
trable as a trade-mark for ice cream, because it is not a trade-mark 
at all.’ 

Cray, A. C.: The word “ButterKrust” as a trade-mark for 
bread wrappers and packages, is properly rejected. The applicant 
deals only in wrappers which he sells to bakers. The name clearly 
refers, however, to the bread not to the wrapper. As used, the 
word is not a trade-mark at all, for it refers to no particular make 
of bread, it is a disembodied spirit, a maker’s mark for something 
he does not make (Pioneer Suspender Co. v. Oppenheimer & Sons, 
128 O. G. 1293).* 


Descriptive Marks 


Newton, C.: The word “Penman’s” as a trade-mark for 
printing and writing paper was held descriptive for the latter but 
not for the former paper. The registration was allowed as to the 
former only.® 

Wuiteneap, A. C.: The words “Ever Ready Heat’, as a 


trade-mark for fuel compound, mainly of alcohol, are descriptive. 
The “Canned Head” decision is distinguished (6 T. M. Rep. 394), 
on the ground that these words as used are more fanciful.® 


1W. S. Nott Co. v. The National Carbon Co., 126 Ms. Dec. 33, Feb- 
ruary 28, 1918. 

* Ex parte, National Papeterie Co., 126 Ms. Dec. 380, April 27, 1918. 

* Ex parte, Consolidated Wafer Co., 126 Ms. Dec., 479, May 18, 1918. 

* Ex parte, Charles E. Adams, 126 Ms. Dec. 260, April 6, 1918. 

°Ex parte, Whiting-Plover Paper Co., 126 Ms. Dec., 203, March 30, 
1918. 

* Ex parte, Ever-Ready Heat Co., 126 Ms. Dec. 246, April 4, 1918. 
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Cray, A. C.: ‘“Lo-Kost” as a trade-mark for paints and paint 
compositions is descriptive. Any dealer may call his goods low 
cost paints." 

Cray, A. C.: The trade-mark ‘“Textul”, for oil used in the 
manufacture of wool and worsted, for cleaning the goods, is descrip- 
tive.? 

Wuireneap, A. C.: The word “Service”, on a bar with V- 
shaped extremities, as a trade-mark for rubber and fabric belts, is 
descriptive, indicating that they will give good service to the buyer.* 

Newton, C.: The trade-mark “Union” for knitted underwear 
was rejected by the examiner, because descriptive and indicating 
that the goods were made by union labor. The commissioner holds 
that the word is descriptive, as applied to union suits. These 
should be excepted from the description of goods. As to the second 
ground of objection, the word alone does not so indicate.* 

Cray, A. C.: On an application to register ‘“Stop-A-Leke- 
Styck” for a repairing cement for roofs, held descriptive as a trade- 
mark applied to a cement stick to stop leaks.® 

Newton, C.: On an application to register for candy the 
picture of an eagle with a cartridge in each claw and the words 
“Acidulated Cartridges”, it is held that the words are not descrip- 
tive as applied to candy and that the eagle is not subject to ex- 
clusive appropriation by anybody at this time, for candy, and should 
not, therefore, be rejected because of prior registrations involving 
that feature. Application passed and registered, if not opposed.° 

Cray, A. C.: “Slo Flo” as a trade-mark for lubricating 
grease is descriptive.’ 

Cray, A. C.: “Blak Bak” as a trade-mark for wall board 
with a black back is descriptive. The name can no more be monop- 
olized than the article itself.® 


? Ex parte, Charles R. Long, Jr. Co., 126 Ms. Dec. 263, April 6, 1918. 
? Ex parte, Swan & Finch Co., 126 Ms. Dec. 139, March 21, 1918. 

* Ex parte, Link Belt Company, 126 Ms. Dec. 180, March 26, 1918. 
*Ex parte, Union Mills, Inc., 126 Ms. Dec. 88, March 12, 1918. 

* Ex parte, Philip Carey Mfg. Co., 126 Ms. Dec. 427, May 10, 1918. 

* Ex parte, Mary L. Wenz, 126 Ms. Dec. 468, May 18, 1918. 

* Ex parte, Swan & Finch Co., 126 Ms. Dec. 491, May 21, 1918. 

* Ex parte, Kenmore Wallboard Co., 127 Ms. Dec. 34, May 27, 1918. 
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Newton, C.: “The Eggs Pay For It’, as a trade-mark for 
poultry feed is a mere commendatory phrase. As applied to hog 
and cattle feed, it is not descriptive and may be registered for such 
feed since it appears to be used upon them.’ 

Cray, A.C.: “Corn-Hot’’, as a trade-mark for prepared cereal 
food is descriptive, indicating the source and manner in which 
it is to be eaten.? 

Cray, A. C.: “Metal-Oid’, as a trade-mark for paste ma- 
terial, to mend metal, is descriptive, meaning like a metal.* 

WuitenHeap, A. C.: “Nail It” as a trade-mark for porcelain 
insulators is descriptive of the manner of their use. The mark 
is not registrable.* 


Conflicting Marks 


Newton, C.: Opposition to registration of “Our Flag” for 
canned salmon and canned oysters. Opposer has used some kind 
of a flag on salmon since 1893, the ““Hume Flag” with the letter H, 
the “Coleman Flag’ with the letter C, being flags of constituent 


companies. The Court of Appeals held (Alaska Packers Associa- 
tion v. Admiralty Trading Co., 214 O. G. 1025, 5 T. M. Rep. 251) 
that appellant having used so many flags, it cannot now claim the 
right to the exclusive use of a flag as a trade-mark. It is enough, 
that the flag complained of differs from the flags of opposer, as 
much as they differ from each other. The mark has, moreover, 
been used by both parties, side by side, for twenty-five years with- 
out confusion. On the authority of the above case, applicant is en- 
title to use the words “Our Flag.’”” 

Newton, C.: Opposition to the registration of “Premium”’ 
for canned salmon. Opposer has used the word “Premier” for the 
same goods since 1894. There is no proof of confusion during 


‘Ex parte, Consolidated Rendering Co., 127 Ms. Dec. 81, June 3, 1918. 

*Ex parte, Kellogg Toasted Corn Flake Co., 127 Ms, Dec. 111, June 
7, 1918. 

* Ex parte, Thomas Brady, 127 Ms. Dec. 119, June 10, 1918. 

* Ex parte, J. H. Parker & Son, 126 Ms. Dec. 358, April 25, 1918. 

*> Alaska Packers Association v. Getz Bros. & Co., 126 Ms. Dec., 78, 
March 11, 1918. 
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many years. Nevertheless, the marks must be held to conflict. 
Opposition sustained.’ 

Newton, C.: “R&C” in a diamond, with cross-hatched back- 
ground, the tail of the “R” running under the “&” for a medicine 
for catarrh, indigestion, etc., was rejected by the examiner on the 
prior registration of ‘““R and C” in a diamond, enclosed in circles. 
Held, the letters “R. C.” are the dominant features of the marks, 
but if applicant will limit the description of goods to those for pur- 
poses different from the registered mark, including medicine for 
rheumatism, scrofula, fever and ague, the application will be passed, 
and registered if not opposed.’ 

Cray, A. C.: The trade-mark “Ochsena” for a vegetable food 
extract does not conflict with “Oxine’” and the picture of a bull 
bursting through a drum head, for soups and meats and vegetable 
extracts. The former mark does not, to an English person, suggest 
any relation to an ox and neither the goods nor the marks are the 
same.” 

Cray, A. C.: The trade-mark “Lakeshore” for watches, watch 
cases and watch movements bears a confusing resemblance to “Lake- 
side’, in use for thirty years on the same goods.* 

Cray, A. C.: “El Gallo” as a trade-mark for tobaccos was re- 
jected because of the prior registration of “Our Rooster”. Appli- 


cant’s mark is used with the picture of a rooster and his goods, like 


the others, would be known as “Rooster Brand’’.® 

Cray, A.C.: A trade-mark for slippers, consisting of an irreg- 
ular wafer bearing the letters “B’’ and “S” above and below a 
central bar, should be rejected in view of the prior registration of 
“B & S” for shoes. The initials are the most striking part of the 
marks.® 

Cray, A. C.: A trade-mark for putrefied fish, consisting of 


1 Alaska Packers Association v. Getz Bros. & Co., 126 Ms. Dec. 80, 
March 11, 1918. 

* Ex parte, Reinberger & Collier, 126 Ms. Dec., 142, March 23, 1918. 

* Ex parte, Altonaer Margarine-Werke, Mohr & Co., 126 Ms. Dec. 154, 
March 25, 1918. 

*Ex parte, Byron L. Strasburger, 126 Ms. Dec., 423, May 10, 1918. 

° Ex parte, Maclin-Zimmer-McGill Tobacco Co., 126 Ms. Dec. 426, 
May 10, 1918. 

* Ex parte, Wiley-Bickford-Sweet Co., 126 Ms. Dec., 490, May 21, 1918. 
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the word “‘Ittiolo” rejected because of the prior registration of 
“Ichthyol”, of which the former is claimed to be the Italian equiva- 
lent. They have also the same meaning and the word “Ittiolo” was 
used as descriptive of a like food twelve years before applicant 
used it.* 

Cray, A. C.: A petition to cancel the mark “From the Land 
of Sunshine”, registered for dried fruit and vegetables, brought by 
the registrant of the trade-mark “Blossom & Sunshine” for dried 
fruit, was properly dismissed because of lack of similarity between 
the marks.? 

WuiteHEAD, A. C.: Opposition to the registration of the 
words ‘Southern Star” in a semi-circle and the representation of a 
star within, on the ground of prior use of ““Armour’s Star’ and the 
representation of a star. Opposer’s goods were proven to be known 
as “star” goods and evidence was offered of the substitution and 
confusion of the goods. The opposition was properly sustained.* 

Cray, A. C.: An application to register the picture of an 
Indian rider and the words “Big Chief” in a circle, for stock feed 


was opposed on the ground of prior use of the picture of an Arab 


rider and the word “Arab” in concentric circles. The marks as ap- 
plied to kurlap bags are necessarily indistinct, and similar in atti- 
tude and dimensions, and would be easily confused. The opposition 
was properly sustained.* 


Goods of the Same Descriptive Properties 
Newton, C.: Varnish and paint preserver are of the same de- 
scriptive properties as a preparation for coating the front ends and 
stacks of locomotives. Upon an application to register the mark 
“Stabrite” for the former goods, an opposition based upon use of 
the mark upon the latter goods was sustained on the authority of 
Fishbeck Soap Co. v. Kleeno Mfg. Co. (5 T. M. Rep. 327).° 
* Ex parte, Giuseppe W. Gindi, 127 Ms. Dec., 32, May 22, 1918. 


*Otzen & Co. v. J. K. Armsby Co., 127 Ms. Dec., 120, June 11, 1918 
‘Armour & Co. v. Louisville Provision Co., 126 Ms. Dec., 348, April 24, 
1918. 
*Peters Mill Co. v. American Feed Milling Co., 126 Ms. Dec. 371, 
April 25, 1918. 
*Chas. R. Long, Jr. Co. v. Howard L. Fischer, 126 Ms. Dec. 18, Feb- 
ruary 25, 1918. 
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Cray, A. C.: Since the decision of August 27, 1917 (7 T. M. 
Rep. 598) the description of goods has been limited to canned vege- 
tables. Held, that canned vegetables and canned fruit are goods of 
the same descriptive properties. Application to register “Swiss 
Cottage” rejected because of the prior registration of the words 
“Cottage Brand”.’ 

Newton, C.: Petition to cancel the words “White Lily’ and 
the representation of a lily for coffee, because of petitioner’s prior 
use of the words “Lily White’, and the representation of a lily, for 
tea. The marks conflict. The question is, are the goods of the 
same descriptive properties. They were heretofore held by the 
Patent Office to be different. The petitioner, however, cites Baker 
v. Harrison (138 O. G. 770), holding coffee and cocoa, to be goods 
of the same descriptive properties. Dismissal of the petition on 
motion was error. It should go to proofs, as there may be proof 
of actual confusion, or other evidence, to clear up the doubtful ques- 
tion., 

Newron, C.: Application to register the word “Saturn” and 
the representation of that planet and its ring, as a trade-mark for 
belting made of rubber and fabric. A prior registration of the same 
mark for machinery packing for another firm cited against this ap- 
plication having been obtained on the contention of the registrant 
that the goods were dissimilar, to those involved in this application, 
the registrant would not now be heard to claim otherwise. The 
mark should be passed and registered, if not opposed.* 


Proper Name 
Wuiteneap, A. C.: The name “Peggy Paige’, for dresses, 
cloaks and suits rejected, because it is a proper name not distinct- 
ively displayed. There is nothing to indicate that the name is 
fanciful; in fact the name is represented on the goods to be that of 
a real person. Cases of “Lotta Ware” [8 T. M. Rep. 231], “Baron 


1Ex parte, H. W. Abts Co., 126 Ms. Dec. 42, March 2, 1918. 

*,R. H. Macy & Co. v. New York Grocery Co., 126 Ms. Dec. 83, March 
11, 1918. 

* Ex parte, Gutta Percha & Rubber Mfg. Co., 126 Ms. Dec. 473, May 
18, 1918. 
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Bean” [7 T. M. Rep. 152], distinguished on the ground that these 
ire clearly fanciful names.’ 

Cray, A. C.: Application was made to register a trade-mark 
for automobiles and parts, consisting of an oval shield with a wreath 
border and the word “Marmon” in blue block type. Held, the 
name ‘“Marmon” is very rare as a proper name, there being only one 
in New York and none in Philadelphia or Boston. The mark has 
been in use for fifteen years and is not merely a proper name. There 
are few words that do not sometimes appear as a proper name, and 
taken as a whole, the mark should be registered.’ 


Corporate Name 

Cray, C.: The word “Simplex” being the essential part of the 
corporate name of the Simplex Electric Heating Company, is not 
open to appropriation as a trade-mark by any other company (Ex 
parte, Simplex Electric Heating Company, 7 T. M. Rep. 403). 
The applicant and its predecessor in business claims use of the 
mark since August 1, 1897 and registered it in 1909 and 1911 in 
the Patent Office. Under the ruling of the Court of Appeals, the 
question of similarity of the applicant’s goods, brake rigging, to 
those of the Simplex Electric Heating Company is immaterial. The 
right of the Simplex Electric Heating Company to the appropria- 
tion of the word “Simplex” was fully developed by the Assistant 
Commissioner in Simplex Electric Heating Company v. Ramey 
Company (6 T. M. Rep. 574). Nevertheless, the Court of Appeals 
reversed that decision (7 T. M. Rep. 266). As the court has held 


in this case that the Simplex Electric Heating Company has a right 


to its corporate name as its own property, applicant’s registration 
must be refused. 


(With respect to this peculiar doctrine of the Court of Appeals 
of the District of Columbia, going beyond any application of the 
doctrine of unfair competition, by a construction of the trade-mark 
statute which appears to be entirely unwarranted, see In re United 
Drug Co., 6 T. M. Rep. 101; Ex parte, United Drug Co., 6 T. M. 
Rep. 529, and notes thereon. )*® 

* Ex parte, Lipson & Adelson, 126 Ms. Dec. 178, March 26, 1918. 
* Ex parte, Nordyke & Marmon Co., 126 Ms. Dec. 494, May 22, 1918. 


* Ex parte, American Steel Foundries, 126 Ms. Dec. 6, February 23, 
1918, 
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Oppositions 

Wuireneap, A. C.: An application to register “The Machine 
Way in Shorthand”, for stenographic typewriters was opposed as 
descriptive. In the absence of any allegation in the notice of op- 
position that the opposer had used the phrase, the opposition was 
properly dismissed. An amendment of the notice to set up such 
use would be a new ground of opposition and cannot be allowed. ' 

Cray, A. C.: Applicant should have had access to a letter of 
protest written by the attorney for the owner of the previously 
registered trade-mark “Ichthyol”. If he had seen the letter, he 
might not have needed to appeal, since he would have found therein 
the grounds for the rejection. The practice of instituting what 
amounts to an opposition, without the knowledge or hearing of the 
applicant, is condemned. Protests should be by means of opposi- 
tions only.” 


Classification 

Newron, C.: Soft drinks, containing alcohol in so slight 
quantities that the goods are exempt from a revenue tax, are prop- 
erly classified in Class 45, non-alcoholic beverages.* 

Newton, C.: A temperance beverage containing a small per- 
centage of malt and sold as a soft drink, should not be classified in 
Class 48, Malt Extracts and Liquors, if there is danger that it may 
for that reason come to be regarded as an alcoholic drink. The 
entire matter may be cleared up by changing the designation of 
Class 48 to Malt beverages, extracts and liquors. Applicant may 
then register his mark in this class without any liability that the 
goods would be considered an alcoholic as distinguished from a non- 
alcoholic beverage. Moreover, the examiner’s position of keeping 


together all malt beverages, whether they contain a small or larger 
amount of malt, would be attained.‘ 


* National Shorthand Machine Co. v. Stenotype Co., 126 Ms. Dec., 433, 
May 11, 1918. 

? Ex parte, Giuseppe W. Gindi, 127 Ms. Dec. 32, May 22, 1918. 

*Ex parte, Lone Star Brewing Association, 126 Ms. Dec. 299, April 
15, 1918. 

*Ex parte, F. & M. Schaefer Brewing Co., 126 Ms. Dec. 275, April 
10, 1918. 
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Label Registration 
Cray, A. C.: Application to register a label entitled, “The 
Neutral Game of War, Peace & Indemnity’, employing flags of 
many foreign warring nations. The flag is not used offensively, 


but in a sense descriptive of the game. In view, however, of the 
prohibition against the registration of a flag as a trade-mark, and 
on the grounds of public policy, the office should refuse to encourage 
the use of the flag of any nation for advertising purposes, and the 
registration is refused.! 

‘Ex parte, Biddle Corporation, 126 Ms. Dec. 44, March 4, 1918. 





